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Dear Commissioner:

This communication is being filed in response to the final office action dated April 20, 2015.  Pursuant

to TMEP §715.03 and 37 C.F.R. § 2.64(b), Applicant Ubiquiti Networks, Inc. respectfully submits this

communication both as a Response to Office Action and as a Request for Reconsideration of the Office

Action.  Ubiquiti respectfully requests that the Examining Attorney reconsider his refusal to register the

mark based on the additional information submitted with this communication.  Ubiquiti is also filing a

Notice of Appeal concurrently with this Response to Office Action and Request for Reconsideration.

APPLICANT’S TRADE DRESS HAS ACQUIRED DISTINCTIVENESS

The Examining Attorney has maintained the refusal of registration of the above-referenced mark, which

Ubiquiti calls “the UniFi Green Ring” trade dress, on the grounds that it does not function as a source

identifier as an ornamental color mark, and that the evidence submitted with Ubiquiti’s prior office

action response is insufficient to prove acquired distinctiveness. 

 

In response, Ubiquiti submits additional evidence in the form of five declarations from Ubiquiti’s



customers and a supplemental declaration from its vice president of business development (Declaration

of Ben Moore (“Moore Decl.”)) [1], all of which establish that the UniFi Green Ring trade dress has

acquired distinctiveness in the nearly five years of use by Ubiquiti.  Ubiquiti respectfully submits that

this evidence shows that the UniFi Green Ring trade dress indeed functions as a source identifier and

thus should be permitted registration on the Principal Register.
A.    Ubiquiti Has Substantially and Exclusively Used the Applied-for Trade
Dress for Nearly Five Years

The first UniFi WAP device featuring the Green Ring trade dress was sold by Ubiquiti on December

16, 2010.[2]  (Moore Decl. ¶ 15.)  Ubiquiti has made substantially exclusive and continuous use in

commerce of its applied-for trade dress for nearly five years.  Although length of use alone is generally

not sufficient to show acquired distinctiveness, Ubiquiti believes it is compelling in this case because

Ubiquiti was the first to adopt the UniFi Green Ring trade dress when other companies were selling

WAP devices that lacked a distinctive color ring or the use of a colored light as a source identifier.  (

See March 3, 2015 Office Action Response, Moore Decl. ¶ 4.)  The fact that Ubiquiti has not used the

UniFi Green Ring trade dress for at least five years at the time of this filing should not bar registration

under Section 2(f), as Ubiquiti’s related trade dress application (Serial No. 86/335,268 for the “UniFi

Disk” trade dress) was recently approved for publication on the Principal Register based on a Section

2(f) claim despite being in use for less than five years.  Like with Ubiquiti’s UniFi Disk trade dress,

the evidence of acquired distinctiveness in Ubiquiti’s UniFi Green Ring trade dress is substantial.  

Ubiquiti’s Green Ring Trade Dress is Not Merely a Color Mark

While the Examining Attorney states that “[g]iven the nature of the mark, the applicant’s length of use

does not affect a determination as to whether the proposed color mark is perceived as an ornamental

feature of the goods,” Applicant respectfully submits that the Examining Attorney has subjected

Applicant’s Green Ring trade dress to a higher standard of acquired distinctiveness than is appropriate.  

The UniFi Green Ring trade dress is not merely a color mark.  It consists of (1) a green colored (2) ring

that is (3) applied to the center of the top panel of Ubiquiti’s UniFi WAP devices.   (Moore Decl. ¶ 3.) 

These three components combined—the color, design, and placement of Ubiquiti’s UniFi Green Ring

trade dress—serve to distinguish Ubiquiti’s products from others and to identify Ubiquiti as the source

of the products.  Significantly, the UniFi Green Ring trade dress was the first colored ring trade dress

that Ubiquiti adopted for its UniFi WAP product line, to be used with the UniFi Disk trade dress, and



Ubiquiti has used and promoted the UniFi Green Ring trade dress extensively in commerce to identify

products in Ubiquiti’s family of UniFi WAP devices.   (Id. ¶¶ 3, 15.)  Now, all of the UniFi WAP

devices are easily recognizable through either the Green Ring or Blue Ring trade dress placed on top of

Ubiquiti’s products and the UniFi Disk trade dress that features the products in a round disk shape with

a center-lighted ring on the top panel (i.e., the Green Ring or Blue Ring trade dress).  (Id. ¶ 3.)  Because

the applied-for trade dress is not merely a color mark, the cases relied on by the Examining Attorney for

the proposition that the “burden of proving that a color mark has acquired distinctiveness is substantial”

are inapposite.

No Other Company Uses a Mark Similar to Ubiquiti’s Green Ring Trade Dress

In the wireless industry, no other company uses a colored ring on the face of the product as a

distinguishing source designator for WAP products.  (Id. ¶ 10.)  Not only do competing devices have a

different shape and design from Ubiquiti’s UniFi WAP devices, the devices of other manufacturers are

usually not marketed by the manufacturers or distributors with colored indicators.  (Id.)  The exclusive

use of the UniFi Green Ring trade dress by Ubiquiti is evidenced by retailer advertisements for indoor

WAP devices from a variety of manufacturers.  For example, Microcom, one of Ubiquiti’s distributors

who also sells WAP devices manufactured by other companies and advertises all of its offerings at its

website, does not sell any other device similar to the Ubiquiti’s UniFi WAP devices, which are featured

on Microcom’s website with a distinctive green or blue ring at the center of the top panel.   (Id. Ex. E.) 

Accordingly Ubiquiti has made substantially exclusive and continuous use in commerce of the UniFi

Green Ring trade dress for nearly five years (since at least as early as December 16, 2010).
B.     Ubiquiti Has Extensively Promoted the Applied-for Trade Dress in the
United States

Ubiquiti respectfully submits that it has provided evidence of extensive promotional efforts and a

successful marketing model, as explained in its March 3, 2015 office action response and submitted

with this response. 

Ubiquiti Has Widely Marketed Its Green Ring Trade Dress as a Source Identifier

As noted previously, Ubiquiti relies on the Ubiquiti Community and authorized Ubiquiti distributors to

drive market awareness and demand for Ubiquiti products.  (Id. ¶ 4.)  Ubiquiti’s vice president of

business development works closely with some of Ubiquiti’s largest distributors and resellers in the

marketing of Ubiquiti’s wireless access point products.   (Id.)  When Ubiquiti first launched WAP



products with the UniFi Green Ring trade dress, it emphasized both the unique disk shape of the devices

and the distinctive placement of the colored ring on these devices when it introduced them to

distributors and resellers.  (Id.)  The UniFi Green Ring trade dress was an essential source identifier for

Ubiquiti’s UniFi product family because Ubiquiti chose not to place any of its word marks (such as

UBIQUITI or UNIFI) on top of the UniFi WAP devices to maintain their sleek aesthetic look, and

because it believed the centered, colored ring was an important part of that look that would be

distinctive to customers.  (Id.)  To educate customers that these products came from a single company,

Ubiquiti, it emphasized the placement and color of the ring as a feature of the product that could only be

associated with Ubiquiti and thus would be used by customers to identify or request Ubiquiti’s WAP

products.  (Id.)

 

Ubiquiti has discussed this customer education with its distributors and resellers, and its promotional

materials provide evidence that Ubiquiti engages in a “hero” style of campaign to educate end users

that the colored rings on top of the UniFi WAP products identify Ubiquiti as the source.  (Id. ¶ 5.)  The

Examining Attorney suggests that “look for” advertising is a requirement for acquired distinctiveness

and appears to discount the plausibility or effect of a “product as hero” marketing campaign.  However,

“product as hero” marketing is a widely-recognized marketing strategy used in many industries, by

companies like Apple, Samsonite, and others.  (Id. ¶ 6, Ex. C.)  This style of marketing focuses on the

visual appearance of a product and does not have to be accompanied by “look for” statements.   As an

example, Apple’s “product as hero” strategy for Apple’s iPhone product is to market “how distinctive

it is” and “how consistent” Apple has kept the iPhone trade dress over time.   (Id. Ex. C.) 

 

Because Ubiquiti’s UniFi WAP products looked so different from the WAP devices that had been in

the market up until late 2010, Ubiquiti did not need to engage in “look for” advertising.   (Id.)  

Ubiquiti’s promotional images intentionally featured and continue to feature large images of the top

view of the UniFi WAP products to show green or blue-colored rings at the center.  (Id.)  What the

customer consistently sees, from multiple angles of this view, is the distinctive placement and color of

the rings.  (Id.)  These attributes do not need to be literally described for a customer to notice them as

the placement and color are evident from the images.  (Id.)  As shown in a 2010 newsletter distributed



by Ubiquiti when it first launched its UniFi WAP products, Ubiquiti’s early marketing was designed to

draw the consumer’s attention to the colored ring of the UniFi WAP device.   (Id. ¶ 5, Ex. A.)  This was

achieved by creating a “crowd effect” through dozens of UniFi Green Ring WAP devices placed side

by side and in front and behind one another, with the bright green, centered ring the most attractive and

discernable element of all the products displayed.  (Id.)  Ubiquiti has kept to this “crowd effect”

marketing style over the years.  Its current website uses the same “crowd effect” it introduced in 2010,

this time with the UniFi Blue Ring WAP product (highlighting the bright blue, centered ring of each

product in a crowd of devices) as well as a photo of a single UniFi Blue Ring WAP device purposely

placed against a dark background to make the bright blue, centered ring on top of the product stand out

even further.  (Id. Ex. B.)

Ubiquiti’s Distributors Have Also Marketed the Green Ring Trade Dress

Almost all of Ubiquiti’s distributors and resellers receive marketing materials for the UniFi Green Ring

and Blue Ring WAP devices directly from Ubiquiti.  (Id. ¶ 8.)  The promotional images of Ubiquiti’s

UniFi WAP products on the distributors or resellers’ websites are usually the images provided by

Ubiquiti.  (Id.)  Although the Examining Attorney states that there are “many” distributors who

supposedly do not advertise or list the UniFi WAP products with images that show the UniFi Green

Ring trade dress, Ubiquiti finds only one example of this from www.solidsignal.com in the cited

evidence.  (Id.)  There, the reseller uses an image showing three UniFi WAP devices together in a

product listing for a “3 Pack,” but the listing also tells the customer to “Check out the original UNIFI

AP Here.”   (Id. Ex. D.)  As shown in that base listing, the reseller advertises Ubiquiti’s original WAP

device with the UniFi Green Ring trade dress.  (Id.)

 

The Examining Attorney also cites Ubiquiti’s Amazon.com “advertisement” as evidence that there are

“numerous WAP devices without any coloration in the ‘LED provisional ring.’”   The webpage

evidence does not support the Examining Attorney’s understanding.   In the Amazon.com webpage that

the Examining Attorney points to, the image shown at the very top of the page to the left of the product

name, “Ubiquiti Networks UniFi AP Enterprise WiFi System,” is a UniFi WAP device with a green,

centered ring (the UniFi Green Ring trade dress) that Ubiquiti uses to identify the UniFi

product—manufactured by Ubiquiti—that is available for sale on Amazon.com from Ubiquiti’s

resellers.  (Id. ¶ 9.)  The cited webpage evidence does not show any other WAP devices, and even if the



webpage did display images of other devices, those devices are most likely not Ubiquiti’s WAP devices

and are instead alternative buying options for non-Ubiquiti devices listed by Amazon.  (Id.)

 

That some distributors may not provide “look for” statements along with images that prominently

feature a colored ring at the center of Ubiquiti’s WAP devices does not prove that the UniFi Green

Ring trade dress is merely an ornamental design feature.  As noted above, Ubiquiti’s promotional

images are designed to emphasize the distinctive source-identifying features of Ubiquiti’s UniFi WAP

devices, including the color and placement of the rings featured in the UniFi Green Ring and Blue Ring

trade dresses, and these images are provided to Ubiquiti’s distributors for marketing purposes.   Many

distributors use not only the images provided by Ubiquiti, but also Ubiquiti’s promotional data sheets

that are designed to draw attention to the colored, centered ring on the face of the devices.  (See id. Ex.

E.)   

Ubiquiti’s Sales Demonstrate the Green Ring Trade Dress has Acquired Distinctiveness

Evidence of “very substantial advertising and sales,” which Ubiquiti has provided, may support an

acquired distinctiveness claim, particularly in a case like this where the UniFi Green Ring trade dress is

“something more” than a common geometric shape due to its color, ring design, and placement.   See In

re Haggar Co., 217 U.S.P.Q. 81, 84 (T.T.A.B. 1982) (design held registrable under Section 2(f) based

on evidence of substantial advertising and sales and the Board finding the design to be, “because of its

serrated left edge, something more than a common geometric shape or design”).   While the Examining

Attorney focuses on advertising expenditures, Ubiquiti’s success in promoting the UniFi Green Ring

trade dress by engaging in viral marketing through the Ubiquiti Community and Ubiquiti’s distributors

and resellers can be found in Ubiquiti’s sales.   For products featuring the UniFi Green Ring trade dress,

Ubiquiti’s strong sales revenue and year-after-year growth show that the Green Ring trade dress has

acquired distinctiveness.  In the U.S., Ubiquiti’s UniFi Green Ring WAP product sales revenue was

approximately $23 million in Fiscal Year (FY) 2015, $17 million in FY 2014, $7 million in FY 2013, $5

million in FY 2012, and $0.9 million in FY 2011.  (Moore Decl. ¶ 12.)  Total U.S. revenue to date is

over $52 for the UniFi Green Ring WAP products.  (Id.)  Worldwide, Ubiquiti’s UniFi Green Ring

WAP product sales revenue was approximately $67 million in FY 2015, $50 million in FY 2014, $19

million in FY 2013, $16 million in FY 2012, and $2.5 million in FY 2011.  (Id. ¶ 13.)  And total



worldwide revenue to date is over $154 million for the UniFi Green Ring WAP products.  (Id.)

 

As further discussed below, Ubiquiti’s successful sales of the UniFi WAP products are directly

attributable to Ubiquiti’s distinctive UniFi Green Ring trade dress.  
C.    Ubiquiti Has Made Successful Efforts to Have the Applied-for Trade
Dress Associated with Ubiquiti

Ubiquiti’s successful efforts to associate the UniFi Green Ring trade dress with Ubiquiti is evidenced

by the five customer declarations that Ubiquiti submits with this office action response.  The

declarations are from five of Ubiquiti’s largest distributors and resellers who purchase the UniFi WAP

devices from Ubiquiti and are familiar with end users’ perceptions of products in the wireless market,

including their perceptions of Ubiquiti’s UniFi Green Ring trade dress.

 

These declarations are relevant in establishing acquired distinctiveness as they show customer

recognition of the UniFi Green Ring trade dress as a source indicator.  See T.M.E.P. § 1212.06(c).  Each

of the declarants has been a distributor or seller of Ubiquiti’s products with the UniFi Green Ring trade

dress since at least 2011, have sold hundreds of thousands of the UniFi WAP products (as well as

products from other companies) to end users, and are familiar with customers’ market demands for

wireless networking products so they can attest to the characteristics of Ubiquiti’s UniFi WAP products

that set them apart from competitors.  They also can attest to the fact that Ubiquiti is the first to have

adopted the UniFi Disk and UniFi Green Ring trade dress in the industry, and that the overall design of

the UniFi Green Ring trade dress continues to be a distinguishing source identifier in the market today. 

In cases similar to this, customer declarations from retailers who are familiar with the market have been

accepted as evidence of acquired distinctiveness.  See, e.g., In re Bose Corp., 216 U.S.P.Q. 1001, 1005

(T.T.A.B. 1983), aff’d , 772 F.2d 866, 227 U.S.P.Q. 1 (Fed. Cir. 1985) (finding a retailer’s statement

that he has been in contact with many end purchasers who would recognize the applied-for design as

originating with the applicant as evidence of acquired distinctiveness).

 

As demonstrated in the supporting customer declarations, end users of Ubiquiti’s products ask for the

UniFi WAP devices by expressly identifying its distinctive trade dress elements (such as the overall

shape or the colored ring design) because the devices are not branded with a word mark and customers



cannot refer to them in any other way than by its trade dress elements.  This is strong evidence that

Ubiquiti’s extensive advertising of the UniFi Green Ring trade dress has successfully educated

consumers that the trade dress is a source indicator.  Ubiquiti does not promote the UniFi Green Ring

trade dress as performing a function in its promotional images.  (Id. ¶ 7.)  Therefore, the fact that

customers refer to Ubiquiti’s products by the UniFi Green Ring and Blue Ring trade dresses indicates

that the color and placement of the rings are distinctive design features of the UniFi Green Ring and

UniFi Blue Ring trade dress that identify Ubiquiti as the source. 

 

Accordingly, Ubiquiti believes it has submitted sufficient evidence that its UniFi Green Ring trade dress

has come to be associated solely with Ubiquiti’s goods as used within the wireless access point device

field, and thus respectfully requests that the Examining Attorney withdraw her refusal based upon

Sections 1, 2, and 45 of the Lanham Act.

CONCLUSION

It is believed that Applicant has responded to all of the Examining Attorney’s questions and objections

and that the application is now in condition to go forward to publication.  If the Examining Attorney has

any questions or wishes to discuss any of the information contained herein so as to expedite matters, he

is requested to telephone the undersigned at (415) 268-6538.

[1] The Examining Attorney gave little weight to Mr. Moore’s declaration submitted with Ubiquiti’s
first office action response, but in both that declaration and Mr. Moore’s supplemental declaration,
Ubiquiti has provided substantial evidence to demonstrate the “factual basis for the declarant’s belief
that the design had become distinctive,” without relying on “conclusory” statements.   In addition, the
conclusions of acquired distinctiveness in Mr. Moore’s declarations are supported by the five Ubiquiti
customer declarations that Ubiquiti has submitted with this response.  Thus, Ubiquiti submits that these
are not the type of declarations that should be accorded little weight under the case law cited.
[2] Although the first use dates in Ubiquiti’s application are stated as January 15, 2011, Ubiquiti has
determined that the date of first sale of Ubiquiti’s UniFi product with the UniFi Green Ring trade dress
was December 16, 2010.  (See Moore Decl. Ex. F.) 
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:
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al.uspto.gov/resting2/api/img/86335273/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Dear Commissioner:
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This communication is being filed in response to the final office action dated April 20, 2015.  Pursuant to

TMEP §715.03 and 37 C.F.R. § 2.64(b), Applicant Ubiquiti Networks, Inc. respectfully submits this

communication both as a Response to Office Action and as a Request for Reconsideration of the Office

Action.  Ubiquiti respectfully requests that the Examining Attorney reconsider his refusal to register the

mark based on the additional information submitted with this communication.  Ubiquiti is also filing a

Notice of Appeal concurrently with this Response to Office Action and Request for Reconsideration.

APPLICANT’S TRADE DRESS HAS ACQUIRED DISTINCTIVENESS

The Examining Attorney has maintained the refusal of registration of the above-referenced mark, which

Ubiquiti calls “the UniFi Green Ring” trade dress, on the grounds that it does not function as a source

identifier as an ornamental color mark, and that the evidence submitted with Ubiquiti’s prior office action

response is insufficient to prove acquired distinctiveness. 

 

In response, Ubiquiti submits additional evidence in the form of five declarations from Ubiquiti’s

customers and a supplemental declaration from its vice president of business development (Declaration of

Ben Moore (“Moore Decl.”)) [1], all of which establish that the UniFi Green Ring trade dress has acquired

distinctiveness in the nearly five years of use by Ubiquiti.  Ubiquiti respectfully submits that this evidence

shows that the UniFi Green Ring trade dress indeed functions as a source identifier and thus should be

permitted registration on the Principal Register.
A.    Ubiquiti Has Substantially and Exclusively Used the Applied-for Trade
Dress for Nearly Five Years

The first UniFi WAP device featuring the Green Ring trade dress was sold by Ubiquiti on December 16,

2010.[2]  (Moore Decl. ¶ 15.)  Ubiquiti has made substantially exclusive and continuous use in commerce

of its applied-for trade dress for nearly five years.  Although length of use alone is generally not sufficient

to show acquired distinctiveness, Ubiquiti believes it is compelling in this case because Ubiquiti was the

first to adopt the UniFi Green Ring trade dress when other companies were selling WAP devices that

lacked a distinctive color ring or the use of a colored light as a source identifier.  (See March 3, 2015

Office Action Response, Moore Decl. ¶ 4.)  The fact that Ubiquiti has not used the UniFi Green Ring

trade dress for at least five years at the time of this filing should not bar registration under Section 2(f), as

Ubiquiti’s related trade dress application (Serial No. 86/335,268 for the “UniFi Disk” trade dress) was

recently approved for publication on the Principal Register based on a Section 2(f) claim despite being in



use for less than five years.  Like with Ubiquiti’s UniFi Disk trade dress, the evidence of acquired

distinctiveness in Ubiquiti’s UniFi Green Ring trade dress is substantial.  

Ubiquiti’s Green Ring Trade Dress is Not Merely a Color Mark

While the Examining Attorney states that “[g]iven the nature of the mark, the applicant’s length of use

does not affect a determination as to whether the proposed color mark is perceived as an ornamental

feature of the goods,” Applicant respectfully submits that the Examining Attorney has subjected

Applicant’s Green Ring trade dress to a higher standard of acquired distinctiveness than is appropriate.  

The UniFi Green Ring trade dress is not merely a color mark.  It consists of (1) a green colored (2) ring

that is (3) applied to the center of the top panel of Ubiquiti’s UniFi WAP devices.   (Moore Decl. ¶ 3.) 

These three components combined—the color, design, and placement of Ubiquiti’s UniFi Green Ring

trade dress—serve to distinguish Ubiquiti’s products from others and to identify Ubiquiti as the source of

the products.  Significantly, the UniFi Green Ring trade dress was the first colored ring trade dress that

Ubiquiti adopted for its UniFi WAP product line, to be used with the UniFi Disk trade dress, and Ubiquiti

has used and promoted the UniFi Green Ring trade dress extensively in commerce to identify products in

Ubiquiti’s family of UniFi WAP devices.   (Id. ¶¶ 3, 15.)  Now, all of the UniFi WAP devices are easily

recognizable through either the Green Ring or Blue Ring trade dress placed on top of Ubiquiti’s products

and the UniFi Disk trade dress that features the products in a round disk shape with a center-lighted ring

on the top panel (i.e., the Green Ring or Blue Ring trade dress).  (Id. ¶ 3.)  Because the applied-for trade

dress is not merely a color mark, the cases relied on by the Examining Attorney for the proposition that the

“burden of proving that a color mark has acquired distinctiveness is substantial” are inapposite.

No Other Company Uses a Mark Similar to Ubiquiti’s Green Ring Trade Dress

In the wireless industry, no other company uses a colored ring on the face of the product as a

distinguishing source designator for WAP products.  (Id. ¶ 10.)  Not only do competing devices have a

different shape and design from Ubiquiti’s UniFi WAP devices, the devices of other manufacturers are

usually not marketed by the manufacturers or distributors with colored indicators.  (Id.)  The exclusive use

of the UniFi Green Ring trade dress by Ubiquiti is evidenced by retailer advertisements for indoor WAP

devices from a variety of manufacturers.  For example, Microcom, one of Ubiquiti’s distributors who also

sells WAP devices manufactured by other companies and advertises all of its offerings at its website, does

not sell any other device similar to the Ubiquiti’s UniFi WAP devices, which are featured on Microcom’s



website with a distinctive green or blue ring at the center of the top panel.  (Id. Ex. E.)  Accordingly

Ubiquiti has made substantially exclusive and continuous use in commerce of the UniFi Green Ring trade

dress for nearly five years (since at least as early as December 16, 2010).
B.     Ubiquiti Has Extensively Promoted the Applied-for Trade Dress in the
United States

Ubiquiti respectfully submits that it has provided evidence of extensive promotional efforts and a

successful marketing model, as explained in its March 3, 2015 office action response and submitted with

this response. 

Ubiquiti Has Widely Marketed Its Green Ring Trade Dress as a Source Identifier

As noted previously, Ubiquiti relies on the Ubiquiti Community and authorized Ubiquiti distributors to

drive market awareness and demand for Ubiquiti products.  (Id. ¶ 4.)  Ubiquiti’s vice president of

business development works closely with some of Ubiquiti’s largest distributors and resellers in the

marketing of Ubiquiti’s wireless access point products.   (Id.)  When Ubiquiti first launched WAP

products with the UniFi Green Ring trade dress, it emphasized both the unique disk shape of the devices

and the distinctive placement of the colored ring on these devices when it introduced them to distributors

and resellers.  (Id.)  The UniFi Green Ring trade dress was an essential source identifier for Ubiquiti’s

UniFi product family because Ubiquiti chose not to place any of its word marks (such as UBIQUITI or

UNIFI) on top of the UniFi WAP devices to maintain their sleek aesthetic look, and because it believed

the centered, colored ring was an important part of that look that would be distinctive to customers.  (Id.) 

To educate customers that these products came from a single company, Ubiquiti, it emphasized the

placement and color of the ring as a feature of the product that could only be associated with Ubiquiti and

thus would be used by customers to identify or request Ubiquiti’s WAP products.   (Id.)

 

Ubiquiti has discussed this customer education with its distributors and resellers, and its promotional

materials provide evidence that Ubiquiti engages in a “hero” style of campaign to educate end users that

the colored rings on top of the UniFi WAP products identify Ubiquiti as the source.  (Id. ¶ 5.)  The

Examining Attorney suggests that “look for” advertising is a requirement for acquired distinctiveness and

appears to discount the plausibility or effect of a “product as hero” marketing campaign.  However,

“product as hero” marketing is a widely-recognized marketing strategy used in many industries, by

companies like Apple, Samsonite, and others.  (Id. ¶ 6, Ex. C.)  This style of marketing focuses on the



visual appearance of a product and does not have to be accompanied by “look for” statements.   As an

example, Apple’s “product as hero” strategy for Apple’s iPhone product is to market “how distinctive it

is” and “how consistent” Apple has kept the iPhone trade dress over time.   (Id. Ex. C.) 

 

Because Ubiquiti’s UniFi WAP products looked so different from the WAP devices that had been in the

market up until late 2010, Ubiquiti did not need to engage in “look for” advertising.   (Id.)   Ubiquiti’s

promotional images intentionally featured and continue to feature large images of the top view of the

UniFi WAP products to show green or blue-colored rings at the center.  (Id.)  What the customer

consistently sees, from multiple angles of this view, is the distinctive placement and color of the rings.  (Id.)

  These attributes do not need to be literally described for a customer to notice them as the placement and

color are evident from the images.  (Id.)  As shown in a 2010 newsletter distributed by Ubiquiti when it

first launched its UniFi WAP products, Ubiquiti’s early marketing was designed to draw the consumer’s

attention to the colored ring of the UniFi WAP device.  (Id. ¶ 5, Ex. A.)  This was achieved by creating a

“crowd effect” through dozens of UniFi Green Ring WAP devices placed side by side and in front and

behind one another, with the bright green, centered ring the most attractive and discernable element of all

the products displayed.  (Id.)  Ubiquiti has kept to this “crowd effect” marketing style over the years.   Its

current website uses the same “crowd effect” it introduced in 2010, this time with the UniFi Blue Ring

WAP product (highlighting the bright blue, centered ring of each product in a crowd of devices) as well as

a photo of a single UniFi Blue Ring WAP device purposely placed against a dark background to make the

bright blue, centered ring on top of the product stand out even further.  (Id. Ex. B.)

Ubiquiti’s Distributors Have Also Marketed the Green Ring Trade Dress

Almost all of Ubiquiti’s distributors and resellers receive marketing materials for the UniFi Green Ring

and Blue Ring WAP devices directly from Ubiquiti.  (Id. ¶ 8.)  The promotional images of Ubiquiti’s

UniFi WAP products on the distributors or resellers’ websites are usually the images provided by

Ubiquiti.  (Id.)  Although the Examining Attorney states that there are “many” distributors who

supposedly do not advertise or list the UniFi WAP products with images that show the UniFi Green Ring

trade dress, Ubiquiti finds only one example of this from www.solidsignal.com in the cited evidence.  (Id.)

  There, the reseller uses an image showing three UniFi WAP devices together in a product listing for a “3

Pack,” but the listing also tells the customer to “Check out the original UNIFI AP Here.”   (Id. Ex. D.)  As



shown in that base listing, the reseller advertises Ubiquiti’s original WAP device with the UniFi Green

Ring trade dress.  (Id.)

 

The Examining Attorney also cites Ubiquiti’s Amazon.com “advertisement” as evidence that there are

“numerous WAP devices without any coloration in the ‘LED provisional ring.’”   The webpage evidence

does not support the Examining Attorney’s understanding.   In the Amazon.com webpage that the

Examining Attorney points to, the image shown at the very top of the page to the left of the product name,

“Ubiquiti Networks UniFi AP Enterprise WiFi System,” is a UniFi WAP device with a green, centered

ring (the UniFi Green Ring trade dress) that Ubiquiti uses to identify the UniFi product—manufactured by

Ubiquiti—that is available for sale on Amazon.com from Ubiquiti’s resellers.   (Id. ¶ 9.)  The cited

webpage evidence does not show any other WAP devices, and even if the webpage did display images of

other devices, those devices are most likely not Ubiquiti’s WAP devices and are instead alternative

buying options for non-Ubiquiti devices listed by Amazon.  (Id.)

 

That some distributors may not provide “look for” statements along with images that prominently feature

a colored ring at the center of Ubiquiti’s WAP devices does not prove that the UniFi Green Ring trade

dress is merely an ornamental design feature.  As noted above, Ubiquiti’s promotional images are

designed to emphasize the distinctive source-identifying features of Ubiquiti’s UniFi WAP devices,

including the color and placement of the rings featured in the UniFi Green Ring and Blue Ring trade

dresses, and these images are provided to Ubiquiti’s distributors for marketing purposes.   Many

distributors use not only the images provided by Ubiquiti, but also Ubiquiti’s promotional data sheets that

are designed to draw attention to the colored, centered ring on the face of the devices.  (See id. Ex. E.)   

Ubiquiti’s Sales Demonstrate the Green Ring Trade Dress has Acquired Distinctiveness

Evidence of “very substantial advertising and sales,” which Ubiquiti has provided, may support an

acquired distinctiveness claim, particularly in a case like this where the UniFi Green Ring trade dress is

“something more” than a common geometric shape due to its color, ring design, and placement.   See In re

Haggar Co., 217 U.S.P.Q. 81, 84 (T.T.A.B. 1982) (design held registrable under Section 2(f) based on

evidence of substantial advertising and sales and the Board finding the design to be, “because of its

serrated left edge, something more than a common geometric shape or design”).   While the Examining

Attorney focuses on advertising expenditures, Ubiquiti’s success in promoting the UniFi Green Ring



trade dress by engaging in viral marketing through the Ubiquiti Community and Ubiquiti’s distributors

and resellers can be found in Ubiquiti’s sales.   For products featuring the UniFi Green Ring trade dress,

Ubiquiti’s strong sales revenue and year-after-year growth show that the Green Ring trade dress has

acquired distinctiveness.  In the U.S., Ubiquiti’s UniFi Green Ring WAP product sales revenue was

approximately $23 million in Fiscal Year (FY) 2015, $17 million in FY 2014, $7 million in FY 2013, $5

million in FY 2012, and $0.9 million in FY 2011.  (Moore Decl. ¶ 12.)  Total U.S. revenue to date is over

$52 for the UniFi Green Ring WAP products.  (Id.)  Worldwide, Ubiquiti’s UniFi Green Ring WAP

product sales revenue was approximately $67 million in FY 2015, $50 million in FY 2014, $19 million in

FY 2013, $16 million in FY 2012, and $2.5 million in FY 2011.  (Id. ¶ 13.)  And total worldwide revenue

to date is over $154 million for the UniFi Green Ring WAP products.  (Id.)

 

As further discussed below, Ubiquiti’s successful sales of the UniFi WAP products are directly

attributable to Ubiquiti’s distinctive UniFi Green Ring trade dress.  
C.    Ubiquiti Has Made Successful Efforts to Have the Applied-for Trade Dress
Associated with Ubiquiti

Ubiquiti’s successful efforts to associate the UniFi Green Ring trade dress with Ubiquiti is evidenced by

the five customer declarations that Ubiquiti submits with this office action response.  The declarations are

from five of Ubiquiti’s largest distributors and resellers who purchase the UniFi WAP devices from

Ubiquiti and are familiar with end users’ perceptions of products in the wireless market, including their

perceptions of Ubiquiti’s UniFi Green Ring trade dress.

 

These declarations are relevant in establishing acquired distinctiveness as they show customer recognition

of the UniFi Green Ring trade dress as a source indicator.  See T.M.E.P. § 1212.06(c).  Each of the

declarants has been a distributor or seller of Ubiquiti’s products with the UniFi Green Ring trade dress

since at least 2011, have sold hundreds of thousands of the UniFi WAP products (as well as products from

other companies) to end users, and are familiar with customers’ market demands for wireless networking

products so they can attest to the characteristics of Ubiquiti’s UniFi WAP products that set them apart

from competitors.  They also can attest to the fact that Ubiquiti is the first to have adopted the UniFi Disk

and UniFi Green Ring trade dress in the industry, and that the overall design of the UniFi Green Ring

trade dress continues to be a distinguishing source identifier in the market today.  In cases similar to this,



customer declarations from retailers who are familiar with the market have been accepted as evidence of

acquired distinctiveness.  See, e.g., In re Bose Corp., 216 U.S.P.Q. 1001, 1005 (T.T.A.B. 1983), aff’d , 772

F.2d 866, 227 U.S.P.Q. 1 (Fed. Cir. 1985) (finding a retailer’s statement that he has been in contact with

many end purchasers who would recognize the applied-for design as originating with the applicant as

evidence of acquired distinctiveness).

 

As demonstrated in the supporting customer declarations, end users of Ubiquiti’s products ask for the

UniFi WAP devices by expressly identifying its distinctive trade dress elements (such as the overall shape

or the colored ring design) because the devices are not branded with a word mark and customers cannot

refer to them in any other way than by its trade dress elements.  This is strong evidence that Ubiquiti’s

extensive advertising of the UniFi Green Ring trade dress has successfully educated consumers that the

trade dress is a source indicator.  Ubiquiti does not promote the UniFi Green Ring trade dress as

performing a function in its promotional images.  (Id. ¶ 7.)  Therefore, the fact that customers refer to

Ubiquiti’s products by the UniFi Green Ring and Blue Ring trade dresses indicates that the color and

placement of the rings are distinctive design features of the UniFi Green Ring and UniFi Blue Ring trade

dress that identify Ubiquiti as the source. 

 

Accordingly, Ubiquiti believes it has submitted sufficient evidence that its UniFi Green Ring trade dress

has come to be associated solely with Ubiquiti’s goods as used within the wireless access point device

field, and thus respectfully requests that the Examining Attorney withdraw her refusal based upon

Sections 1, 2, and 45 of the Lanham Act.

CONCLUSION

It is believed that Applicant has responded to all of the Examining Attorney’s questions and objections

and that the application is now in condition to go forward to publication.  If the Examining Attorney has

any questions or wishes to discuss any of the information contained herein so as to expedite matters, he is

requested to telephone the undersigned at (415) 268-6538.

[1] The Examining Attorney gave little weight to Mr. Moore’s declaration submitted with Ubiquiti’s first
office action response, but in both that declaration and Mr. Moore’s supplemental declaration, Ubiquiti
has provided substantial evidence to demonstrate the “factual basis for the declarant’s belief that the
design had become distinctive,” without relying on “conclusory” statements.   In addition, the conclusions



of acquired distinctiveness in Mr. Moore’s declarations are supported by the five Ubiquiti customer
declarations that Ubiquiti has submitted with this response.  Thus, Ubiquiti submits that these are not the
type of declarations that should be accorded little weight under the case law cited.
[2] Although the first use dates in Ubiquiti’s application are stated as January 15, 2011, Ubiquiti has
determined that the date of first sale of Ubiquiti’s UniFi product with the UniFi Green Ring trade dress
was December 16, 2010.  (See Moore Decl. Ex. F.) 
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Signatory's Name: Jennifer Lee Taylor
Signatory's Position: Attorney of record, California bar member

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the owner's/holder's attorney or an associate thereof;
and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the owner/holder
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
owner's/holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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